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Abstract

Purpose: clarify legal nature of relations emerging in connection with registration of patent law objects. In
this article the authors research special features of legal regulation of inventive activity. In particular, they
consider several issues of patenting the patent law objects and clarify legal nature of relations arose during
registration of the rights to the patent law objects. Methods: formal legal and case-study methods together
with inductive reasoning, and comparison were used to analyse the legidation in the area of jurisdiction
inventive activity Results: during the research the authors focus their attention to the drawbacks of the
effective legislation and form the main directions of the effective legidation improvement in accordance with
international law in the context of the patent law objects protection. Special attention is devoted to analysis
of the main threats of the patent law violations and ways to overcome them. Conclusions. the results
confirming improving the efficiency of the system of intellectual property protection through institutional
changes and changes in the legal regulation of inventive activity and results will have a positive impact on
the reform of the system of intellectual property protection in Ukraine.

Keywords: industrial design; invention; inventive activity; legal protection; patent; patent law; utility model.

1. Formulation Of The Problem activity need proper regulation and improvement of

With the development of the national economy, legal protection of inventive activity.

progress in science and technology has become one
of the key areas, so intensification of inventive
activity as a part of creative activity is of great
importance ensuring proper development of society,
science and technology and entry into international
markets. In view of the above, in recent years we
have seen a dynamic improvement of both the
institutional protection system and the system of
legal regulation of intellectual (creative) activities.
The need for such improvement stems from large-
scale infringements of intellectual property rights
through plagiarism and other forms of copyright
infringement. In addition, some unscrupulous users
abuse the rights to patent law objects: patent trolling,
counterfeiting and other forms of infringement.
Therefore, these challenges in the field of inventive

2. Analysis Of And Publications

It should be noted that the issue of legal regulation of
inventions, utility models and industrial designs was
considered by both domestic and foreign civil law
scholars, such as G. Androschiuk, Y. Buch, V.
Medvedev, V. Meshcheriakov, O. Orliuk, O. Pilenko,
O. Kravchenko, R. Shyshka and others, but some
issues of patenting objects of patent law require
improved procedures for their protection.

3. The Purpose Of The Research

The above provisions confirm the relevance of the
study of the declared subject which purpose is to
clarify legal nature of relations emerging in
connection with registration of patent law objects.

Copyright © 2017 National Aviation University
http://www.nau.edu.ua
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4. Presenting Main Material

Legal nature of relations emerging in connection
with acquisition of rights to inventions and utility
models is related to legal essence of these objects and
specifics of their legal protection which is associated
with obtaining a title of protection (patent).
Acquisition of patent by an inventor (or by another
person, such as an employer) is a legal fact being the
grounds for emergence of intellectual property rights
to an invention (utility model).

Industrial designs have become specific objects
of intellectual property due to their specific nature
which should satisfy both aesthetic and functional
needs when applying on tangible products. Industrial
designs are at the crossroads of art and technology,
since developers of industrial products try to create
products, the shape and appearance of which match
consumers’  aesthetic preferences and their
expectations regarding functionality of these
products [1].

Obtainment of the rights to invention, utility
models and industrial designs requires a range of
formalities, in particular: submission of duly
executed application to the Patent Office of Ukraine,
examination, issue and registration of relevant titles
of protection, etc.

An application must contain: petition for
invention, utility model or industrial design;
description of invention or utility model; drawing
(if it is referred to in the description); abstract;
document confirming fee payment for application
[2, 57].

The application is sent to the Ukrainian Institute
of Industrial Property. An application for the grant of
patent is submitted under the established form. An
applicant must specify one of two objects of
industrial property (invention or utility model) in that
section of application which contains request for the
grant of patent.

The application for the grant of patent of Ukraine
for invention or utility model has to meet the
requirements established by the Rules of Execution
and Submission of Application for the Grant of
Patent of Ukraine for Invention or Utility Model
Approved by the Order of the State Patent of Ukraine
of November 17, 1994. The application for industrial
design has to meet the requirements established by
the Rules of Execution and Submission of
Application for the Grant of Patent of Ukraine for
Industrial Design Approved by the Order of the State
Patent of Ukraine of January 15, 1995 [3, 112].

The application for the grant of patent must
contain the applicant’s name, his address and the
author(s) of claimed proposal.

The description of invention and utility model is
executed according to the established procedure. An
invention or utility model is revealed fully and
clearly in order to be understood by the specialist of
the particular field. The description specifies the
extent of legal protection, index of International
patent classification, technical branch of invention or
utility model, technical level, essence of invention or
utility model, list of figures and drawing (if
available), information  confirming  possible
implementation of invention or utility model.

The patent claim of invention or utility model is
based on the description and executed clearly and
briefly according to the established procedure. The
patent claim of invention or utility model is a brief
verbal description of technical content of invention
or utility model containing a set of features sufficient
for achieving technical result specified by the
applicant. If the proposal is recognized to be an
invention the patent claim must be a single criterion
determining the extent of invention use. Only the
patent claim determines the fact of use or non-use of
invention. The patent claim and description of
invention or utility model must describe invention or
utility model using the same ideas [4].

An abstract is drawn up only for informative
purposes. It is not taken into account for another
purpose, in particular for interpretation of the patent
claim of invention or utility model and for evaluation
of technical level.

After the application has been received by the
Patent Office of Ukraine, in particular by the State
Service of Intellectual Property, it is subjected to
special examination. All applications are examined
according to formal criteria (formal examination). In
addition, application for invention is liable to
substantive examination (qualification examination).

The aim of formal examination is to find out
whether the claimed proposal is an object of
invention, if the application complies with the law
and contains the document confirming payment of
fee.

If formal examination has revealed that all
necessary documents are available and they comply
with requirements the State Service of Intellectual
Property is obliged to grant the patent or to make
decision on substantive examination. The State
Service of Intellectual Property informs an applicant
if the application does not comply with the law. All
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revealed defects must be removed within two months
from the date of receipt of notification by the
applicant. If these defects are not removed within the
above mentioned period the date of receipt of
documents by the Patent Office will be the date of
filing an application. If the application is not
corrected it is considered to be unfilled [5, 98].

The application is considered to be unfiled if its
description refers to the drawings which are not
available. If within a certain period the drawing is not
enclosed the application is considered to be unfiled.

The State Service of Intellectual Property sends
to the applicant its decision concerning the date of
submitting an application only after the receipt of the
document confirming payment of fee. If the above
mentioned document has not been received the
application is considered to be withdrawn.

According to the legislation, after the publication
of information on application for invention the
applicant is given provisional protection of the patent
claim. The validity of provisional protection expires
from the date of official publication of information
on patent issue or termination of procedure in the
Patent office. The validity of provisional protection
of international application starts from the date of its
international publication.

During the period of provisional protection of the
claimed proposal an applicant is entitled to indemnity
for losses owing to unauthorized use of invention by
other persons. But an applicant is entitled to
indemnity only in case if the person who used the
invention had known about the publication of
information on the application for invention or had
received written notice (in the Ukrainian language).

Substantive examination (qualification
examination) is carried out at the request of the
applicant or any other person. The applicant has the
right to take part in this examination, to amend and
elabourate the application on his own initiative
before the decision on application has been made.
While publishing information on the application for
the grant of patent to invention corrections and
modifications are taken into account if they were
received by the State Service of Intellectual Property
6 months before the date of publication.

The applicant may on his own initiative or at the
request of the State Service of Intellectual Property
take part personally or through his representative in
the discussion of issues connected with examination.

After submission of application and the
document confirming the payment of fee the State
Service of Intellectual Property carries out formal

examination in order to determine whether the
claimed object is an invention and whether the

submitted application complies with statutory
requirements. If the application for the grant of
patent to invention complies with statutory
requirements the State Service of Intellectual

Property sends to the applicant the notice of
conclusion of formal examination and possibility of
qualification examination.

On the expiry of 18 months from the date of
submitting the application for the grant of patent to
invention and if priority is claimed the State Service
of Intellectual Property publishes information on the
application in its official bulletin in order to acquaint
all interested persons with the application for
invention. At the instance of the applicant the above
mentioned information may be published before the
set term. At the instance of the applicant his/her
name is not mentioned when publishing information
on the invention. After the publication any person
may peruse the application materials.

After conclusion of examination the State
Service of Intellectual Property has to decide whether
the claimed proposal may be regarded as an
invention (if it is patentable). Otherwise the
application is rejected.

The applicant is entitled to withdraw the
application at any stage of its consideration. He/she
may also replace an application for invention with
application for utility model and vice versa. Such
replacement is allowed before the patent decision or
rejection of patent application.

There are relevant national patent classifications
while dealing with patent applications. The
development of international cooperation in the field
of industrial property necessitated the creation of
international patent classification. This classification
is based on the Strasbourg Agreement of 1971
adopted by the International Bureau of the World
Intellectual Property Organization. The classification
is divided into 8 sections:

A —satisfaction of vital personal needs;

B — engineering procedures, transportation;

C — chemistry, metallurgy;

D — textile, paper;

E — construction, mining engineering;

F — mechanics, lighting, heating, engines, pumps,
weapons, explosives;

H — electricity

There are 118 classes, 617 subclasses and more
than 55 000 groups [6].
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The information on patent issue is published in
the official bulletin on the basis of the decision of the
State Service of Intellectual Property concerning the
grant of patent to invention, utility model or
industrial design. The description of invention and
utility model and the drawing are published together
with information on the patent issue.

A patent to invention or utility model is a
document issued by the competent government
authority certifying a claimed object to be invention
or utility model, authorship and exclusive right of
patent owner for invention or utility model [7].

However, this procedure that seems to be
explicitly stated has its problematic aspects. Thus,
intellectual property experts make a point that
infringement of patent rights by abusing patent rights
to utility models and industrial designs (so-called
patent trolling) has increased. The reason for this
abuse is the fact that a utility model patent is
generally issued according to the results of the
application formal examination, i.e. only accuracy of
documents is checked. Compliance of the claimed
industrial design with protectability criteria is
responsibility of the applicant.

Amendments to the Customs Code of Ukraine
adopted in 2012 cancelled the bail requirement - 5
thousand euro at first, and later - 1 thousand euro, in
the case of inclusion of an intellectual property object
into the Customs Register. As a consequence, in the
shortest time unscrupulous applicants received
patents to hangers, toothpicks, matches, details for
the "Zhyguli" and other well known products, and
trucks loaded with goods were crowded together in
front of the customs barrier of Ukraine, which led to
such a shameful phenomenon as patent trolling.

A paradoxical situation came about: bona fide
traders recognized "trolls"’ patents invalid in court,
but they immediately registered similar patents. And
it all started over again.

Various applicants began to register the same
objects and include them to the Customs Register,
which significantly reduced its value in terms of
protection of bona fide entrepreneurs against import
of counterfeit goods [8].

Thus, this situation requires immediate
intervention by relevant authorities both at the stage
of safeguard of patent law objects and protection of
rights against illegal encroachment by patent trolls.

An important issue is the protection of patent
objects according to the EU legislation, which will
ensure promotion of inventions abroad. An applicant
may patent his/her invention in the EU in several

ways. A patent may be obtained by filing national
applications to patent offices of the countries
concerned (e.g. Germany, France, Poland, Great
Britain). Such applications may be submitted within
12 months from the date of filing a national
application (e.g. Ukrainian application) and within
the framework of the national phase according to
international patenting procedure. The second way is
submission of a regional application to the European
Patent Office. Unlike the EU trademark, the patent
issued by the European Patent Office is not valid in
all EU countries. It becomes automatically valid only
on the territories of several countries that have signed
the London Agreement (e.g., France, Germany, Great
Britain). In order to obtain protection, EPO patent
has to be additionally validated in most countries.
Thus, in order to validate the patent in Poland,
applicants have to provide to the Polish agency the
patent documentation translated into Polish and to
pay a fixed fee. In some cases, the cost of validation
may exceed the original cost of obtaining EPO
patent. Moreover, any patent has to be annually
maintained in force and EPO patent has to be
maintained in force separately in each country, and
this may adversely affect the budget of a patent
holder [9].

Thus, according to M. Ortynska, EPO patent is
likely to facilitate protection obtainment in the EU,
but the need for patent maintenance and validation
separately in each country makes it not so attractive
for business and does not justify its expectations.
That is why so-called unitary patent has been
developing for many years: this is a patent which will
be valid on the territories of all EU member states
without validation. In order to maintain the patent in
force, applicants are required to submit one
application and pay a fee only once. Unfortunately,
unitary patent is only a long-term project, and it may
become a mirage due to Brexit [9].

5. Conclusions

Taking into consideration the above, we hope that the
system of intellectual property protection will be
enhanced through institutional changes and changes
in legal regulation of inventive activity results [10,
5]. In addition, we believe that reform of the system
of intellectual property protection launched in
Ukraine will lead to real consolidation of the
Ukrpatent and the State Intellectual Property Service
in the form of the National Office of Intellectual
Property which will become an effective authority of
European type.
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Special mention should be made of the reform
system of judicial protection of intellectual property
by creating a separate judicial level, in particular by
constituting the High Court of Intellectual Property.
All these changes should have a positive impact on
the reform of intellectual property protection system.
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BaockoHajieHHsI TPABOBOI0 peryJjlOBaHHsI MATEHTHOI OXOPOHU BHHAXITHUIBLKOI AisJIbLHOCTI B

KOHTEKCTi 3aKOHOAABCTBA

HarionansHuii aBianifinuit yaisepcureT, npoci. Kocmonasra Komapoga, 1, Kuie, Ykpaina, 03058
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Mera: 3’siCyBaTH IpaBOBY MPUPOIY BiHOCHH, III0 BUHUKAIOTH Y 3B'SI3KY 3 PEECTPAIlI€I0 00'€KTIB MMATEHTHOTO
mpaBa. B maHiii cTarTi aBTOPH JOCHTIKYIOTH OCOOJIMBOCTI IPAaBOBOTO PETYJIIOBAHHS BWHAXITHHUIIBKOT
JisTBHOCTI. PO3MIISIHYTI OKpeMi MUTaHHS MaTeHTyBaHHS 00’ €KTiB MaTEHTHOTO TpaBa, a TAKOX YTOUHIOETHCS
MpaBoOBa MPHUPOJa BiTHOCHH, SIKi CKIIAJAOThCS 3 MPHUBOIY PEECTpalii mpaB Ha 00’ €KTH IMATEHTHOTO IpaBa.
MeToam XOCTiITKEHHsI: I aHAJTI3y IPaBOBOTO PETYIIIOBAHHA Y cepi MATEHTHOI 0XOPOHN BUHAX1THUITHKOT
JUSUIBHOCTI B KOHTEKCTI 3aKOHOJABCTBA BHUKOPUCTAHO METOMA IHIYKINI, CUCTEMHHMH MiAXiJ, (OpMaIbHO-
IOpUANYHMI Ta case-study MeToau. Pe3yabTaT: B mpoieci JOCHIKCHHS aKIICHTYEThCS yBara Ha HeJIoJIiKax
YUHHOTO 3aKOHOJABCTBa, Ta (POPMYIOTHCS OCHOBHI HANPSAMKH BIOCKOHAJIEHHS YMHHOTO 3aKOHOJIABCTBA Y
BIAMOBIIHOCTI 10 MI>KHAPOTHO-IIPABOBUX HOPM B KOHTEKCTI OXOPOHHU 00’€KTIB MaTeHTHOTo mpaBa. Okpemy
yBary MPHCBSYCHO aHali3y OCHOBHHMX 3arpo3 IMOPYIICHb MATEHTHOTO MpaBa Ta MUISXU iX TOJOJaHHS.
BucHoBKH: oOTpuMaHi pe3yJbTaTH MiATBEP/PKYIOTh IMIIBUIICHHS e()EeKTHBHOCTI CHUCTEMH 3aXHUCTY
IHTEJIEKTyaJIbHOI BJIACHOCTI 32 PaXyHOK iHCTHTYIIHHUX 3MiH 1 3MiH B TIPaBOBOMY PETYJIIOBaHHI Pe3yJIbTATIB
BUHAXITHUIPKOT MISUIbHOCTI Ta MAaTUMYTh TO3WTHBHHUI BIUIMB Ha pedOPMYBAaHHS CHCTEMH OXOPOHHU
IHTENIEKTyalIbHOI BIAaCHOCTI B YKpaiHi. Takum 4MHOM, TOJaJIbIe BJOCKOHAJICHHS 3aKOHONIABCTBa y cdepi
MIPaBOBOTO PETYJIIOBAHHS MATEHTHOI OXOPOHW BUHAXITHHUITLKOI TISUTBHOCTI € HEOOXIMHUM I 3a0e3IIeUeHHS
1oro e(peKTUBHOCTI Ta BiJOBITHOCTI BUKIMKAM ChOT'OJCHHS.

KarouoBi cjioBa: BIHAXiA; BUHAXIIHUIITBO; KOPHCHA MO/IEIb; TIATEHT; NIATEHTHE MPaBo; MPaBOBa OXOPOHA;
MPOMHUCIIOBUN 3pa3oK.
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CoBepiieHCTBOBaHHE MPABOBOI0 PEryJIHPOBAHNUS MATEHTHOI 0XPaHBI H300PETATETbCKOI
JesATeJIbHOCTH B KOHTEKCTe 3aKoHoAaTebcTBa EC

HannonanpHBINM aBUAIMOHHBIN YHUBEPCUTET, mpoctt. Kocmonasta Komaposa, 1, Kues, Ykpanna,03058
E-mails:'natali.yav@mail.ru; *shpak 79@bk.ru

Lenb: BBIACHUTH MPABOBYIO HPUPOAY OTHOIICHHH, BO3HHKAIOIIMX B CBS3H C PErHCTpalvieldl 0ObEeKTOB
MAaTEeHTHOTO TMpaBa. B JaHHOW CTaTbe aBTOPBHI HCCIEAYIOT OCOOCHHOCTH MPABOBOTO PETyJIUPOBAHUS
M300peTaTeIhCKOM JCATEINBHOCTH. PacCMOTpEHBI OTACIBHBIC BOMPOCHI ITATCHTOBAHUS O0OBEKTOB MATEHTHOTO
MpaBa, a TaKKe YTOYHSETCS MpaBOBas NPUPOJAA OTHOIICHWH, KOTOpBIE CKIAABIBAIOTCS MO MOBOAY
PETUCTpalliK TIPpaB Ha OOBEKTHI MATEHTHOrO mNpaBa. MeToabl MCCAEMOBAHUSI: JJIsS aHajIM3a MPABOBOIO
perynupoBanus B cdepe TATCHTHOW OXpaHbl HM300pETATENBbCKONH  JISATEILHOCTH B KOHTEKCTE
3aKOHOJATENILCTBA UCIOJIB30BAH METO WHIYKIMU, CHCTEMHBIN MOAX0, (HOpPMAaIbHO-IOPUINUECKHIA U case-
study metoapl. PesyabTaThl: B mporecce wuccienoBaHds aKIEHTUPYETCS BHMMAaHHE Ha HEIOCTATKax
JCHCTBYIONIET0 3aKOHOJATEIbCTBA, M (OPMHUPYIOTCS OCHOBHBIC HANpAaBICHUS COBEPIICHCTBOBAHUS
JCHCTBYIONIETO 3aKOHOIATEILCTBA B COOTBETCTBHU C MEXIyHAPOTHO-IIPABOBBIX HOPM B KOHTEKCTE OXpaHbI
00BEKTOB MaTeHTHOro mnpaBa. Ocoboe BHUMAaHHE IOCBSIICHO aHAIW3y OCHOBHBIX YIPO3 HapyIICHUH
IIAaTCHTHOT O HpaBa nu HYTI/I nux HpeOI[OJ'IeHI/ISI. BI)IBO)]I)I: HOJIy‘IeHHI)Ie pe?’y.]'H)TaTLI HOIITBep)KZ[a}OT
MOBBIIICHHE  A((EKTUBHOCTH  CHUCTEMbI  3aIUThl  WHTCIUICKTYAIbHOH COOCTBEHHOCTH 3a  CHYET
WHCTUTYIUOHANGHBIX ~ W3MCHEHHH W  H3MEHCHMH B  TPABOBOM  PETYJIMPOBAHUM  PE3YJILTATOB
HM300pEeTaTeabCKOM AEATSIIBHOCTA U UMEET TOJI0XKHUTEIbHOE BIUSHIE Ha pehOPMUPOBAHHE CHCTEMBI OXPaHbI
VHTEIUICKTYalbHON COOCTBEHHOCTH B YKpawHe. TakuMm o00pa3oMm, JaibHEHIIee COBEPIICHCTBOBAHUE
3aKOHOJATENILCTBA B cdepe MpaBOBOTO PEryJMPOBaHWS MATEHTHOH OXpaHbl H300peTaTenbCcKoi
NEATETPHOCTH HEOOXOoAMMO Uil o0ecmedeHHss ero  3(PQGEKTHBHOCTH W COOTBETCTBHS  BBI30BaM
COBPEMECHHOCTH.

KiroueBbie ciioBa: n300peTaTenbcTBO; H300pETEHME; MATEHT; MATEHTHOE IIPaBo; IOJIE3HAas MOAEIb;
IIPaBOBasi OXpaHa; MPOMBIIIJICHHBIN 00pa3er.
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